TH'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore NASE, CRAWFORD, and, BAHR Adm nistrative Patent Judges.
NASE, Administrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's fina
rejection of clains 1 to 3 and 5 to 23. Caim 4 has been
objected to as depending froma non-allowed claim No claimhas

been cancel ed.

We REVERSE and enter a new rejection pursuant to 37 CFR
§ 1.196(b).

! Application for patent filed February 4, 1997.
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BACKGROUND

The appellant's invention relates to apparatus for
mai ntai ning cold containerized liquids in a cold state and, nore
particularly, to a two-part tel escopic |ightweight portable
bottl e cool er apparatus (specification, p. 1). Cdains 1, 3 and
18 are representative of the subject matter on appeal and a copy

of those clains appears in the appendix to the appellant's brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Buddr us 3,120, 319 Feb. 4, 1964
Cooper 4,456, 134 June 26, 1984
Augur 4,811, 858 Mar. 14, 1989

Clains 1 to 3 and 5 to 17 stand rejected under 35 U S. C

8§ 103 as bei ng unpatentabl e over Cooper in view of Augur.

Clains 1 to 3 and 5 to 23 stand rejected under 35 U S. C
8 103 as bei ng unpatentabl e over Cooper in view of Augur and

Buddr us.

Clainms 1, 6, 11 and 20 to 22 stand rejected under 35 U.S. C
8 103 as bei ng unpatentabl e over Cooper in view of Augur and

Buddr us.
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Rat her than reiterate the conflicting viewpoints advanced by
t he exam ner and the appellant regardi ng the above-noted
rejections, we nmake reference to the answer (Paper No. 19, nuil ed
Decenber 8, 1998) for the exam ner's conplete reasoning in
support of the rejections, and to the brief (Paper No. 18, filed

Septenber 17, 1998) for the appellant's argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we nmake the

determ nati ons which foll ow

The appel |l ant argues (brief, pp. 10, 13 and 14) that the
limtation that the first and second thread neans provide a
"qui ck plunge insertion" as recited in independent clains 1, 6,
11 and 18 is not taught by Cooper. The exam ner has determ ned
(answer, pp. 8-9) that this limtation is net by Cooper's threads
18, 26 since those threads provide "quick plunge insertion"” to
the degree set forth in the clains and to the degree supported by

the specification. The exam ner also stated that "the
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speci fication, clains and drawi ngs do not provide any limts for
determ ni ng what may or nmay not be considered 'quick plunge
insertion' threads." Thus, this appeal requires us to fully
under st and? the scope of the termnology "quick plunge insertion"

as used inclains 1, 6, 11 and 18.

The term "qui ck plunge insertion" as used in clains 1, 6, 11
and 18 is a termof degree. Wen a word of degree is used, it is
necessary to determ ne whet her the specification provides sone

standard for neasuring that degree. See Seattle Box Conpany,

Inc. v. Industrial Crating & Packing, Inc., 731 F.2d 818, 826,

221 USPQ 568, 573-74 (Fed. Gir. 1984).

Admttedly, the fact that sone claimlanguage, such as the
term of degree nentioned supra, may not be precise, does not
automatically render the claimindefinite under the second

paragraph of 8§ 112. Seattle Box, supra. Nevertheless, the need

to cover what mght constitute insignificant variations of an

i nvention does not anobunt to a license to resort to the unbridl ed

2 Anal ysis of whether a claimis patentable over the prior
art under 35 U. S.C. 8§ 103 begins with a determ nation of the
scope of the claim The properly interpreted clai mnust then be
conpared with the prior art. Caiminterpretation nust begin
with the | anguage of the claimitself. See Smthkline
D agnhostics, Inc. v. Helena Laboratories Corp., 859 F.2d 878,
882, 8 USPQ2d 1468, 1472 (Fed. Cir. 1988).
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use of such terns w thout appropriate constraints to guard

agai nst the potential use of such terns as the proverbial nose of

wax. 3

In Seattle Box, the court set forth the follow ng

requirenents for terns of degree:

[wW hen a word of degree is used the district court nust
determ ne whether the patent's specification provides
sonme standard for neasuring that degree. The trial
court nust decide, that is, whether one of ordinary
skill in the art would understand what is clained when
the claimis read in light of the specification.

In Shatterproof dass Corp. v. Libbey-Omens Ford Co., 758

F.2d 613, 624, 225 USPQ 634, 641 (Fed. G r. 1985), the court
added:

[i]f the clains, read in |ight of the specifications
[sic], reasonably apprise those skilled in the art both
of the utilization and scope of the invention, and if

t he | anguage is as precise as the subject matter
permts, the courts can denmand no nore.

® See Wiite v. Dunbar, 119 U.S. 47, 51-52 (1886) and
Townsend Engi neering Co. v. Hi Tec Co. Ltd., 829 F.2d 1086, 1089-
91, 4 USPQ2d 1136, 1139-40 (Fed. Cir. 1987).
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| ndeed, the fundanental purpose of a patent claimis to
define the scope of protection® and hence what the claim
precludes others fromdoing. All things considered, because a
patentee has the right to exclude others from nmaking, using and
selling the invention covered by a United States letters patent,
the public nmust be apprised of what the patent covers, so that
t hose who approach the area circunscribed by the clains of a
patent may nore readily and accurately determ ne the boundaries
of protection in evaluating the possibility of infringenent and

dom nance. See In re Hammack, 427 F.2d 1378, 1382, 166 USPQ 204,

208 ( CCPA 1970).

In the present case, we have reviewed the appellant's
di sclosure to help us determ ne the neaning of "quick plunge
insertion.” That review has reveal ed that the appellant's
specification states: (1) at page 2, |lines 12-26, that the
threads are "relatively steeply arched,” (2) at page 2, |ines 27-
31, that the quick plunge feature "preferably provides conplete
insertion with a mninumof turning of the upper enclosure," and
(3) at page 4, lines 24-31, that "the 'steepness' of the threads

33, 35 are preferably selected such that mnimal turning of the

“ See In re Vanto Machine & Tool, lnc., 752 F.2d 1564, 224
USPQ 617 (Fed. Cir. 1985).
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upper enclosure 13 is required to secure the upper enclosure 13
with the | ower enclosure 15, thus providing a deep plunge, quick
insertion feature."” Additionally, the appellant's Figures 1 and

3-5 show threads 33, 35 on enclosures 13, 15.

However, these portions of the disclosure do not provide
explicit guidelines defining the term nology "quick plunge
insertion.” Furthernore, there are no guidelines that woul d be
inplicit to one skilled in the art defining the term"quick
pl unge insertion” that would enable one skilled in the art to
ascertain what is nmeant by "quick plunge insertion." For
exanpl e, one cannot ascertain if the threads 18, 26 of Cooper
provi de "quick plunge insertion" of upper shell 22 into | ower cup
12. Absent such guidelines, we are of the opinion that a skilled
person would not be able to determ ne the netes and bounds of the
clainmed invention with the precision required by the second

paragraph of 35 U S.C 8§ 112. See In re Hammack, supra.

Since the appellant's disclosure fails to set forth an
adequate definition as to what is neant by the term nol ogy "quick
pl unge insertion” as used in independent clains 1, 6, 11 and 18,

the appellant has failed to particularly point out and distinctly
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claimthe invention as required by the second paragraph of

35 US C § 112.

NEW GROUND OF REJECTI ON
Under the provisions of 37 CFR 8§ 1.196(b), we enter the

foll owi ng new ground of rejection.

Clains 1 to 23 are rejected under 35 U S.C. § 112, second
par agraph, as being indefinite for failing to particularly point
out and distinctly claimthe invention, for the reasons expl ai ned

above.

As set forth previously, our review of the specification
| eads us to conclude that one of ordinary skill in the art would
not be able to understand the netes and bounds of the term nol ogy

"qui ck plunge insertion” in independent clains 1, 6, 11 and 18.

THE OBVI OQUSNESS REJECTI ONS

We enphasi ze again here that the pending clains contain
uncl ear | anguage whi ch renders the subject matter thereof
indefinite for the reasons stated supra as part of our new
rejection under 35 U.S.C. 8 112, second paragraph. W find that

it is not possible to apply the prior art to clains 1 to 3 and 5
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to 23 in deciding the question of obviousness under 35 U.S. C

8§ 103 without resorting to specul ation and conjecture as to the

meani ng of the questioned [imtation in independent clains 1, 6,
11 and 18. This being the case, we are therefore constrained to
reverse the examner's rejection of clains 1 to 3 and 5 to 23

under 35 U.S.C. 8 103 in light of the holding in In re Steele,

305 F.2d 859, 862, 134 USPQ 292, 295 (CCPA 1962). This reversa
of the examner's rejections is based only on the procedural
ground relating to the indefiniteness of these clains and
therefore is not a reversal based on the nerits of the

rej ections.

CONCLUSI ON

To summari ze, the decision of the examner to reject clains

1to3 and 5 to 23 under 35 U.S.C. § 103 is reversed.

Thi s decision contains a new ground of rejection pursuant to
37 CFR 8 1.196(b). 37 CFR 8§ 1.196(b) provides that, "[a] new
ground of rejection shall not be considered final for purposes of

judicial review"

37 CFR 8 1.196(b) also provides that the appellant, WTH N
TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se one of
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the followng two options with respect to the new ground of
rejection to avoid term nation of proceedings (8 1.197(c)) as to
the rejected cl ains:
(1) Submt an appropriate anendnent of the clains
so rejected or a showng of facts relating to the
clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner. .
(2) Request that the application be reheard under

§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the sane record. :

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

REVERSED, 37 CFR § 1.196(b)

JENNI FER D. BAHR
Adm ni strative Patent Judge

JEFFREY V. NASE )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
MJURRI EL E. CRAWFORD ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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